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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of35U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claims 2, 4, 5, 8-25, 27-28, 31 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

1. The definition of label in claim 2 remains unclear. Note that L is a moiety, "a contrast 
reagent" is a molecule. Nearly all the terms are unclear. A "spectroscopic probe" could 
be anything. Even a methyl group can be detected spectroscopically (e.g. PMR). Does 
applicant intend the methyl group? Similarly, a "moiety which is one part of a specific 
binding pair which is capable of specifically binding to a partner" is completely vague. A 
"partner" could be anything at all — a gene, enzyme, receptor, bone, molecule (sugar, 
hemoglobin, etc) , even water itself. There is no way of knowing what "specifically 
binding" would require, beyond actual binding. 

2. The claim 17 term "dendritic structures" in indefinite. There is no clear guideline as to 
what degree of branching is needed to qualify as a dendrite. The traverse is 
unpersuasive. Applicants point to page 12, line 21 which calls it "tree-like". This is not 
definite either. The range of "-like" is unknown. Until such time as applicants can 
demonstrate what degree of branching is needed to qualify as a dendrite, it cannot be 
considered definite. 
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3. The new language in claim 28 is not always clear. The phrase "carry separately 
deprotectable protection groups, one protection group is separately deprotected and a 
label attached to it" — is the latter part an explanation of what "carry separately 
deprotectable protection groups" means, or is it a steps which is required by claim 28? 
The same goes for other phrases. Note that this is introduced by "carry" which is a verb, 
but is presumably not intended as an actual step. 

4. In the phase "deprotectable protection groups", what role does that first term actually 
play? By its very nature, a protecting group must be removable. If it cannot be 
removed, it is not a protecting group. Also, does "deprotectable" mean "removable"? 

5. It is also unclear what "the linker R4 further extended" means? What role does 
"further" play - i.e. how would the claim be different if that word were not present? 
What does it means to extend R4? What actual step is it? Does it mean to extend the 
number of electrophilic/nucleophilic groups present? It is also unclear whether the R4 in 
claim 28 is the R4 for the starting material or the R4 for the final product. 

6. In addition, the "repeated depending on the number of protected reactive nucleophilic 
and electrophilic groups" limitation is unclear. This might, or might not, mean that 
every protected group be deprotected be replaced with a label. 

7. It is also unclear whether claim 28 requires that all of the reactive groups be protected, 
or just one or more. 

8. In claim 28, Deprotection of what? It is understood that this is Deprotection of a 
protecting group, but a protecting group of what? 

9. Claim 31 is very unclear. It is unknown what "manipulating" is supposed to cover. The 
traverse is unpersuasive. Applicants point to description of the fusion protein, but that 
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does not tell us what "manipulating a protein of interest means". Applicants further 
points "in particular page 14, lines 1-26, for "manipulating" as binding to a solid support 
and further steps made possible by binding to a solid support". But there is no 
indication there that "manipulating" means binding to a solid support. It simply says 
that the fusion protein can be bound to a solid support. Further, it is hard to see how it 
will fit. All that claim 31 actually requires, for the manipulating branch of the claim, is 
contacting the fusion protein "with an AGT substrate carrying a label". That doesn't 
seem to have anything to do with binding to a solid support. Moreover, even if true what 
else would "manipulating" cover other than this? Applicants also point to the next 
paragraph, but that deals with studying the role of the proteins, and detecting the 
proteins, which does not tell us the scope of manipulating the proteins. That is 
manipulating the proteins doesn't necessarily entail studying them. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not mailed 
until after the end of the THREE -MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. 
In no event, however, will the statutory period for reply expire later than SIX MONTHS 
from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Mark L. Berch/ whose telephone number is 571-272-0663. 
The examiner can normally be reached on M-F 7=15 - 3:45. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on (571)272-0661. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 

/Mark L. Berch/ 
Primary Examiner 
Art Unit 1624 

7/17/2008 



